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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 35 1(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

2. Claim 14 is rejected under 35 U.S.C. 102(b) as being anticipated by Kojima (US 
5,703,714) as set forth in the previous Office Action, Paper No. 10. 

3. Claims 14 is rejected under 35 U.S.C. 102(b) as being anticipated by Kawasaki 
(US 4,661,692) as set forth in the previous Office Action, Paper No. 10. 

4. Claims 2-4, 6-7, 1 1-12, 14, 25, 27, 31-34, 37-38 are rejected under 35 
U.S.C. 102(b) as being anticipated by Yoneyama et al. (US 5,933,513). 

Re claims 2-4, 6-7, 14, 25, 27, and 31-34, Yoneyama discloses a microscope 
system (fig. 1) in which an electronic camera (14 of fig. 1) is used to pick up an 
observation image by a microscope (1 of fig. 1), comprising a controlling section (23 of 
fig. 1) for setting an image pickup operation of an image pickup element in said 
electronic camera (21-25, and 28 of fig. 1) to an optimum state (col. 3, lines 38-55) in 
accordance with a state of at least one of an optical system combination (7, 27-29 of fig. 
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1) for a projection magnification of at least an objective lens (27 of fig. 1) and a photo 
eyepiece (14a, 14 of fig. 1) on a microscope side, an observation method (21, 24, 25, 26 
of fig. 1), and lighting conditions (16 of fig. 1). 

a microscope controlling section (23 of fig. 1) for controlling an operation of said 
microscope; an image pickup element driving section (23, 28 and 29 of fig. 1; S5 and S8 
of fig. 3) for driving said image pickup element, wherein said controlling section sets an 
image pickup element drive mode of said image pickup element driving section to a 
high speed drive mode (23 of fig. 1, note the CPU is perform all operations with a high 
speed, so the pickup element driving section can be set at a high speed drive mode 
stored in the storages (28 and 29 of fig. 1)), while the controlling section detects 
operation information outputted from said microscope controlling section (23 of fig. 17); 

an image pickup element driving section (col. 3, lines 1 1-14) for driving said 
image pickup element, wherein said controlling section sets a binning number of said 
image pickup element driving section (29 of fig. 1, note the binning number of the 
image pickup element is the pixel size, see col. 6, lines 1-5, and col. 7, lines 15-21) 
based on an objective lens type (7 of fig. 1) outputted from said microscope controlling 
section (CPU 23 of fig. 1); 

an image forming lens (13 of fig. 1) and an intermediate magnification change 
(29, 30, and 7 of fig. 1) 

wherein said controlling section comprises a memory (27-29 of fig. 1) in which a 
table of the objective lens type and the corresponding binning number is stored (28 of 
fig. 1), compares the objective lens type (7 of fig. 1) outputted from said microscope 
controlling section (23 of fig. 1) with said table to determine the binning number (pixel 
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size, fig. 7, see also col. 8 and 9), and sets the binning number as the binning number of 
said image pickup element driving section (29 of fig. 1, note setting the pixel sized as 
binning number of the CCD camera (14 of fig. 1), see also fig. 6 and 7A-7C). 

Re claims 1 1 and 37, Yoneyama further discloses an AE calculating section (15 of 
fig. 1) for performing an automatic exposure control (16-19 of fig. 1), wherein said 
controlling section comprises a memory (27 of fig. 1) in which an AE calculation mode 
table of an observation method (21, 24, 24, 26 of fig. 1) and a corresponding exposure 
calculation mode is stored, compares the observation method outputted from said 
microscope controlling section with said table to determine the exposure calculation 
mode (figs. 3, 4 and 5). 

Re claims 12 and 38, Yoneyama discloses a microscope controlling section (23 of 
fig. 1) for controlling an operation of said microscope (1 of fig. 1); and a frame memory 
(34 of fig. 1, note a personal computer inherently has a frame memory for storing the 
picked up image) for storing image data picked up by said image pickup element, 
wherein said controlling section (23 and 34 of fig. 1, note the personal computer is 
operated by a user to be able to write data, text on the image) stops rewriting of the 
image data to said frame memory, while the controlling section (23 of fig. 1) detects 
information of light path change (15 of fig. 1) of said microscope outputted from said 
microscope controlling section (23 of fig. 1). 



Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 13 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneyama et al. (US 5,933,513) as applied to claim 2, and further in view of Garner et al. 
(US 6,337,472 Bl). 

Re claim 13, Yoneyama teaches the CCD camera (14 of fig. 1) but Yoneyama 
does not particularly disclose a cooling section for cooling said image pickup element as 
claimed. 

However, Garner further discloses a cooling section for cooling said image pickup 
element ( 28 of fig. 1, note that the imaging spectrometer (28) is an ARC imaging 
spectrograph and the camera (30 of fig. 1) a Photometrix cooled CCD camera), wherein 
said controlling section (32 of fig. 1) changes a set temperature set to said cooling 
section in accordance with an observation method outputted from said microscope 
controlling section (note the imaging spectrograph (28 of fig. l)is controlled by the 
computer (32 of fig. 1) using an imaging spectrograph control panel). 

Therefore, Taking the teachings of Yoneyama and Garner as a whole, it would 
have been obvious to one of ordinary skill in the art to modified the cooled (set 
temperature) camera of Garner into the microscope system to perform a high sensitivity 
image captured by the camera. Doing so would reduce the cost. 

7. Claims 17-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneyama et al. (US 5,933,513) as applied to claim 14, and further in view of Kawasaki 
(US 4,661,692). 
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Re claims 17-22, Yoneyama suggest a memory (the restoration filter setting 
means changes the set values for the restoration filter on the basis of the relative 
relationship between the size of a light receiving element incorporated in the image pick- 
up means, and the range of an integrated point image distribution on a light receiving 
element, which is determined by the numerical aperture and the pupil function of the 
image forming system and also by the wavelength of image forming light) in which a 
shading correction pattern in accordance with an objective lens type and a zoom 
magnification of the intermediate magnification change optical system is stored (23, 28, 
29 of fig. 1), compares the objective lens type and the zoom magnification of the 
intermediate magnification change optical system outputted from said microscope 
controlling section with a content of said memory (CPU 23 of fig. 1, note performing the 
comparison), and sets the shading correction pattern (wherein the CPU 23 sets the 
objective lens and the intermediate magnification, 29 of fig. 1) in accordance with the 
zoom magnification of the intermediate magnification change optical system to said 
image adjusting section; said image adjusting section performs a shading correction of 
the image data in accordance with the set shading correction pattern (12, 13, 6, 7, 4 of fig. 
1). 

It is noted that Yoneyama does not discloses a gain correction of the image data 
corresponding to the position on the image pick up surface of said image pickup 
element based on the gain correction value said pattern as claimed. 

However, Kawasaki further teaches a gain correction value(2 of fig. 1) in 
accordance with a position on an image pickup surface of said image pickup element is 
stored, and said image adjusting section performs a gain correction of the image data 
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corresponding to the position on the image pickup surface of said image pickup element 
based on the gain correction value of said pattern, and a correcting means for correcting 
image data from the image pickup device so as not to be influenced by the unevenness 
of the brightness of each part of the projected image and the irregularity of the 
characteristics of each picture element forming the image pickup device (col. 2, lines 22- 
29). 

Taking the combined teachings of Yoneyama and Kawasaki as a whole, it would 
have been obvious to one of ordinary skill in the art to incorporate the teachings of 
Kawasaki into the microscope system of Yoneyama for the same purpose of performing 
shading correction of the image data so that the aperture step and magnification of the 
photographing eyepiece will automatically be optimum for observation or photographing. 
Doing so would improve the quality of the image. 



8. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoneyama et al. (US 5,933,513) as applied to claim 14, and further in view of Hayashi 
(US 5,833,617). 

Re claim 23, Yoneyama further discloses a microscope controlling section (23 of 
fig. 1) for controlling an operation of said microscope (1 of fig. 1); and an image 
adjusting section (7 and 13 of fig. 1) for adjusting image data picked up by said image 
pickup element. It is noted that Yoneyama does not particularly teaches wherein said 
controlling section comprises a memory in which a color matrix in accordance with 
lighting conditions is stored, compares the lighting conditions outputted from said 
microscope controlling section with a content of said memory, and sets the color matrix 
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in accordance with the lighting conditions to said image adjusting section, and said image 
adjusting section performs a color conversion of the image data in accordance with the 
set color matrix as claimed. 

However, Hayashi teaches wherein said controlling section comprises a memory 
in which a color matrix in accordance with lighting conditions is stored, compares the 
lighting conditions outputted from said microscope controlling section with a content of 
said memory, and sets the color matrix in accordance with the lighting conditions to said 
image adjusting section, and said image adjusting section performs a color conversion of 
the image data in accordance with the set color matrix (see 210, 217 of fig. 16; note in the 
video signal forming circuit (217 of fig. 16), the ordinary image signals are subjected to 
digital-to-analog conversion, color matrix processing, and encoding). 

Therefore, taking the combined teachings of Yoneyama and Hayashi as a whole, 
it would have been obvious to one of ordinary skill in the art to incorporate the teachings 
of Hayashi into the microscope of Yoneyama for performing the color matrix. Doing so 
would provide a optimal state stop and brightness in accordance with a selected 
observation method. 



Response to Arguments 
9. Applicant's arguments filed 05/21/04 have been fully considered but they are not 
persuasive. 

The applicant argued that none of Kojima and Kawasaki discloses or teaches an 
adjusting operation of an image picked up by the electronic camera to an optimum state 
in accordance with a state of at least one of an optical system combination for a 
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projection magnification of at least an objective lens and a photo eyepiece on a 
microscope side, an observation method, and lighting conditions, page 30 of the remarks. 

The examiner respectfully disagrees with that applicant. It is submitted that 
Kawasaki discloses or teaches an adjusting operation of an image picked up by the 
electronic camera to an optimum state in accordance with a state of at least one of an 
optical system combination for a projection magnification of at least an objective lens 
and a photo eyepiece on a microscope side, an observation method, and lighting 
conditions (col. 2, line 67- col. 2 line 47, note .... to be optimum for observation or 
photographing, see col. 2, lines 30-47, wherein the apparatus is disclosed in the figures 2 
and 3). 

Furthermore, Kojima discloses or teaches an adjusting operation of an image 
picked up by the electronic camera to an optimum state in accordance with a state of at 
least one of an optical system combination for a projection magnification of at least an 
objective lens and a photo eyepiece on a microscope side, an observation method, and 
lighting conditions (col. 1, line 45-col. 2, line 15, note an optimal sate stop and 
brightness...). In view of the discussion above, Kawasaki or Kijima anticipates the 
claimed features. 

The applicant further argued that Yoneyama does not disclose or suggest setting 
an image pickup element drive mode of image pickup element driving section to a high 
speed drive mode, while the controlling section detects operation information outputted 
from the microscope controlling section, page 27 or the remarks. 

The examiner respectfully disagrees with the applicant. It is submitted that 
Yoneyama discloses a microscope controlling section (23 of fig. 1) for controlling an 
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operation of said microscope; an image pickup element driving section (23, 28 and 29 of 
fig. 1; S5 and S8 of fig. 3, see also col. 1, lines 11-14) for driving said image pickup 
element, wherein said controlling section sets an image pickup element drive mode of 
said image pickup element driving section to a high speed drive mode (23 and 7 of fig. 1, 
note the CPU performs all operations with a high speed, so the pickup element driving 
section can be set at a high speed drive mode that is stored in the storages (28 and 29 of 
fig. 1)), while the controlling section detects operation information outputted (14 of fig. 
1) from said microscope controlling section (23 of fig. 17). 

Moreover, Yoneyama teaches an image pickup element driving section (col. 3, 
lines 1 1-14) for driving said image pickup element, wherein said controlling section sets 
a binning number of said image pickup element driving section (29 of fig. 1, note the 
binning number of the image pickup element is the pixel size, see col. 6, lines 1-5, and 
col. 7, lines 15-21) based on an objective lens type (7 of fig. 1) outputted from said 
microscope controlling section (CPU 23 of fig. 1). In view of the discussion above, 
Yoneyama anticipates the claimed features. 



Allowable Subject Matter 
10. Claims 5, 8-9, 26, 28-29, 35, and 36 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See the previous Office Action, Paper No. 10. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tung T. Vo whose telephone number is (703) 308-5874. 
The examiner can normally be reached on 6:30 AM - 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris. Kelley can be reached on (703) 305-4856. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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